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DETAILED ACTION 

1. Applicant's amendment and response filed on February 28, 2005 has been fully 
considered. Claims 1-20 are now pending. 

2. It should be noted that Applicant has not pointed out support for new claims 3-20 in the 
originally filed specification. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1 and 2 have been fully considered but they 
are not persuasive. 

Applicant's arguments are predicated on the assertion that the examiner has 
inconsistently applied the teachings of Cheng (Applicant's remarks, page 9, top). Specifically, 
Applicant contends that the examiner's identification of "context state" in Cheng switches from 
"software update information available for installed software" to "the then-current installation of 
software" (Applicant's remarks, page 13, table). 

However, the examiner disagrees with Applicant's characterization. Cheng discloses a 
plurality of software components each having associated information, as Applicant 
acknowledges (Applicant's remarks, page 9, middle). While Applicant identifies "software 
update information in the database [that] specifies the software update program or files for a 
plurality of software products manufactured by diverse software vendors" as the examiner's 
interpretation of "associated context state," the same passage shows that "the database further 
stores information that describes an installation process for installing the software update on a 
user's computer." The latter information in the database is equated with "associated context 
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state." As Cheng discloses, this information includes the configuration of the component when it 
is installed (see, for example, column 10, lines 55-62). A "current context state" of the system is 
cached and changed (see, for example, column 8, line 62 to column 9, line 16) to install the 
component in conformance with this "associated context state" (see, for example, column 8, lines 
55-61). The "cached state of the context" of the system is restored as desired (see, for example, 
column 9, lines 28-55). 

Moreover, as amended, claim 1 recites, "a plurality of components each having an 
associated context and context state" (emphasis added). Claim 1 further recites, "caching a 
current context state," and "restoring a cached state of the context" (emphasis added). Thus, the 
claim recites an associated context state, a current context state, and a cached state of the context. 
The plain language of the claim does not positively link each form of "context state" to one 
another. In other words, it is not necessarily the first "associated context state" that is cached, 
and it is not necessarily the same "cached state of the context" that is subsequently restored. The 
plain language of the claim allows for separate and possibly different interpretations of "context 
state:" one that is "associated," one that is "current," and one that is "cached." It is noted that 
Applicant has already identified and addressed potential antecedent basis issues in the claim 
(Applicant's remarks, page 8, top), which is appreciated. 

4. With respect to new claims 5 and 12, although Applicant suggests that software updates, 
as in Cheng, are not "additions" (Applicant's remarks, page 16, bottom), the examiner disagrees. 
The software updates are "additions" to the software products configured on the system (see, for 
example, column 7, lines 46-61). Furthermore, Cheng discloses additional components in 
addition to the software updates (see, for example, column 15, lines 14-28). 
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Election/Restrictions 

5. Newly submitted claims 17-20 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

Original- claims 1 and 2 are directed to a method and machine for generating a 
configuration by installing components, classified in class 717, subclasses 174-178. 

New claim 17 is directed to method of modeling a product for product configuration 
based on constraints, classified in class 700, subclasses 97-107 and especially 103. 

The subject matter of claims 1-16 (group I) is distinct from the subject matter of claims 
17-20 (group II). For example, group I recites caching a current context state before installing a 
component, installing the component, and subsequently restoring a cached state after installing 
the component. In contrast, group II recites representing classes of components within a 
configuration model of a product. 

Since Applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, claims 17-20 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 82L03. 

Specification 

6. The objection to the abstract of the disclosure is withdrawn in view of Applicant's 
amendment filed on February 28, 2005. 



Application/Control Number: 09/978,470 
Art Unit: 2192 



Page 5 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U..S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

8. Claims 1, 2, 4-8 and 11-15 are rejected under 35 U.S. C. 102(e) as being anticipated by 
U.S. Pat. No. 6,151,643 to Cheng et al. (art of record, "Cheng"). 

With respect to claim 1 (currently amended), Cheng discloses a method of generating a 
configuration comprising a plurality of components each having an associated context and 
context state (see, for example, column 2, line 62 to column 3, line 12, which shows generating a 
configuration of software components each having associated information), said context state 
equal to one or more of a plurality of values (see, for example, column 10, lines 26-32 and 55-61, 
which shows that the associated information includes a context state equal to one or more of a 
plurality of values, such as the configuration of the component when installed), said method 
comprising: 

(a) caching a current context state in response to a requirement for the installation of a 
component (see column 8, line 62 to column 9, line 16, which shows archiving or caching the 
current configuration or context state of the system in response to an installation requirement); 
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(b) changing the current state of the context to the associated state of the context if they 
are not equal (see, for example, column 8, line 62 to column 9, line 16, which shows changing 
the current configuration or context state of the system to the configuration or context state 
associated with the component, and column 14, lines 45-64, which shows that this step is 
performed if the component is not yet installed); 

(c) installing the component as part of the configuration (see, for example, column 8, 
lines 55-61, which shows installing the component as part of the configuration of the system 
based on its associated configuration or context state); and 

(d) restoring a cached state of the context upon completing installation of the component 
(see, for example, column 9, lines 28-55, which shows restoring an archived or cached 
configuration or context state of the system after the installation of the component). 

With respect to claim 2 (currently amended), Cheng discloses a server adapted to 
generate a configuration (see, for example, column 2, line 62 to column 3, line 12, which shows 
a service provider computer or server for generating a configuration of software components), 
the server comprising: 

(a) a cache configured to hold a current context state in response to a requirement for the 
installation of a component (see column 8, line 62 to column 9, line 16, which shows archiving 
or caching the current configuration or context state of the system in response to an installation 
requirement), wherein the component is one of a plurality of components each having an 
associated context and context state (see, for example, column 2, line 62 to column 3, line 12, 
which shows a plurality of software components each having associated information), said 
context state equal to one or more of a plurality of values (see, for example, column 10, lines 26- 
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32 and 55-61, which shows that the associated information includes a context state equal to one 
or more of a plurality of values, such as the configuration of the component when installed); 

(b) a change module adapted to change the current context state to the associated state of 
the context if they are not equal (see, for example, column 8, line 62 to column 9, line 16, which 
shows changing the current configuration or context state of the system to the configuration or 
context state associated with the component, and column 14, lines 45-64, which shows that this 
step is performed if the component is not yet installed); 

(c) an install module adapted to install the component as part of the configuration (see, 
for example, column 8, lines 55-61, which shows installing the component as part of the 
configuration of the system based on its associated configuration or context state); and 

(d) a restore module adapted to restore a cached state of the context upon a completion of 
an installation of the component (see, for example, column 9, lines 28-55, which shows restoring 
an archived or cached configuration or context state of the system after the installation of the 
component). 

With respect to claim 4 (new), the rejection of claim 1 is incorporated, and Cheng further 
discloses the limitation wherein the configuration comprises the configuration of a product 
selected from the group comprising: automobiles, computer hardware, computer software, 
professional service products, financial service products, medical products, pharmaceutical 
products, and construction products (see, for example, column 2, line 62 to column 3, line 12, 
which shows that the configuration comprises the configuration of computer software). 



Application/Control Number: 09/978,470 Page 8 

Art Unit: 2192 

With respect to claim 5 (new), the rejection of claim 1 is incorporated, and Cheng further 
discloses the limitation wherein the context associated with a component represents a limited set 
of additional components that are compatible as additions to a particular configuration with the 
associated component (see, for example, column 15, lines 14-28, which shows that the context 
associated with a component represents a set of additional components compatible with the 
configuration of the component). 

With respect to claim 6 (new), the rejection of claim 1 is incorporated, and Cheng further 
discloses the limitation wherein the context associated with a component represents a class of 
components that are compatible as additions to a particular configuration with the associated 
component (see, for example, column 15, lines 14-28, which shows that the context associated 
with a component represents a class of additional components compatible with the configuration 
of the component). 

With respect to claim 7 (new), the rejection of claim 6 is incorporated, and Cheng further 
discloses the limitation wherein each component is associated with a context attribute that allows 
identification of the context of each component (see, for example, column 16, lines 6-15, which 
shows that each software component is associated with identifying information or attributes), the 
method further comprising: 

(a) processing the context attribute associated with the installed component to determine 
the context associated with the installed component (see, for example, column 16, lines 6-15, 
which shows processing the identifying information or attributes to determine the context 
associated with the installed component). 
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With respect to claim 8 (new), the rejection of claim 1 is incorporated, and Cheng further 
discloses the limitation wherein the context is selected from the group comprising: a product line 
comprising compatible components, a current inventory, and a country of purchase (see, for 
example, column 10, lines 49-54, which shows that the context is a current inventory of software 
components). 

With respect to claim 1 1 (new), the limitations recited in the claim are analogous to those 
of claim 4 (see the rejection of claim. 4 above). 

With respect to claim 12 (new), the limitations recited in the claim are analogous to those 
of claim 5 (see the rejection of claim 5 above). 

With respect to claim 13 (new), the limitations recited in the claim are analogous to those 
of claim 6 (see the rejection of claim 6 above). 

With respect to claim 14 (new), the limitations recited in the claim are analogous to those 
of claim 7 (see the rejection of claim 7 above). 

With respect to claim 15 (new), the limitations recited in the claim are analogous to those 
of claim 8 (see the rejection of claim 8 above). 

Claim Rejections - 35 USC §103 
9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. Claims 3, and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cheng, 
as applied to claims 1 and 2 above, respectively, in view of U.S. Pat. No. 6,367,075 to Kruger et 
al. (art made of record, "Kruger"). 

With respect to claim 3 (new), the rejection of claim 1 is incorporated, but Cheng does 
not expressly disclose the limitation wherein restoring a cached state of the context upon 
completing installation of the component further comprises: 

(a) restoring a cached state of the context upon completing installation of the component 
while retaining installation of the component as part of the configuration. 

However, Kruger discloses storing or caching a current context state of system (see, for 
example, column 4, lines 20-30) and building a tree to describe how to restore a cached state of 
the context (see, for example, column 4, lines 21-43). Kruger further discloses restoring a 
cached state of the context while retaining installation of other components (see, for example, 
column 8, lines 41-50), so as to recover from an error in one of several updates (see, for example, 
column 1, lines 41-50). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the method of Cheng with the restore features taught by Kruger, so as to 
recover from an error after several components are installed. 

x With respect to claim 10 (new), the limitations recited in the claim are analogous to those 
of claim 3 (see the rejection of claim 3 above). 
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11. Claims 9 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over Cheng, 
as applied to claims 1 and 2 above, respectively, in view of U.S. Pat No. 5,721,824 to Taylor (art 
made of record, "Taylor") in view of Kruger. 

With respect to claim 9 (new), the rejection of claim 1 is incorporated, but Cheng does 
not expressly disclose: 

(a) as a result of installing the component as part of the configuration, installing one or 
more additional components, wherein each additional installed component has an associated 
context; and 

(b) nesting context states associated with each context of each additional installed 
component. 

However, Taylor discloses (a) installing one or more secondary components after 
installing the primary component, and (b) layering or nesting each component on an action list 
(see, for example, column 1, line 63 to column 2, line 12), so as to install multiple packages in a 
single operation (see, for example, column 1, lines 57-60). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the method of Cheng with the install features taught by Taylor, so as to 
install multiple components in a single operation. 

Cheng in view of Taylor does not expressly disclose: 

(c) restoring a cached state of the context upon completing installation of the component 
further comprises restoring the cached state of the context upon completing installation of each 
additional component by restoring the nested context states in reverse. 
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However, Kruger discloses storing or caching a current context state of system (see, for 
example, column 4, lines 20-30) and building a tree to describe how to restore a cached state of 
the context (see, for example, column 4, lines 21-43). Kruger further discloses restoring a 
cached state of the context by restoring nested context states in reverse (see, for example, column 
9, lines 35-48), so as to recover from an error in some or all of several updates (see, for example, 
column 1, lines 41-50). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the method of Cheng with the restore features taught by Kruger, so as to 
recover from an error after several components are installed. 

With respect to claim 16 (new), the limitations recited in the claim are analogous to those 
of claim 9 (see the rejection of claim 9 above). 

Conclusion 

12. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1. 136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Yigdall whose telephone number is (571) 272-3707. 
The examiner can normally be reached on Monday through Friday from 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on (571) 272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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